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This is a decision on the "APPLICATION FOR PATENT TERM 
ADJUSTMENT UNDER 37 CFR §1. 705(B)," filed July 10, 2006. 
Applicants request that the initial determination of patent term 
adjustment under 35 U.S.C. 154(b) be corrected from one hundred 
ninety-four (194) days to one thousand one hundred thirty-five 
(1135) days. 

The application for patent term adjustment is GRANTED to the 
extent indicated herein . 

The Office has updated the PAIR screen to reflect that the 
correct Patent Term Adjustment (PTA) determination at the time 
of the mailing of the Notice of Allowance is nine hundred sixty- 
six (966) days. A copy of the updated PAIR screen, showing the 
correct determination, is enclosed. 

On April 11, 2006, the Office mailed the Determination of Patent 
Term Adjustment under 35 U.S.C. 154(b) in the above-identified 
application. The Notice stated that the patent term adjustment 
to date is 194 days. On July 10, 2006, applicants timely^ 
submitted an application for patent term adjustment (with 
required fee), asserting that the correct number of days of PTA 
at the time of the mailing of the Notice of Allowance is 1135 
days . 



^ PALM records indicate that the Issue Fee payment was also received on July 
10, 2006. 
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Applicants dispute the reduction of 772 days, associated with 
the filing of a response on March 8, 2004 to the Office Notice 
mailed October 26, 2001. Applicants assert that there was no 
applicant delay as the response filed March 8, 2004 was filed 
with a petition showing that the response should be considered 
filed December 20, 2001. Further, applicants dispute the 
reduction of 66 days associated with the filing of an 
Information Disclosure Statement (IDS) on December 27, 2005. 
Finally, applicants maintain that the Office delay pursuant to 
1.702(a)(1) should be 1135 days, not 1032 days. Applicants 
assert that this Office delay should be calculated based on the 
mailing of a second first Office action on January 3, 2006, 
rather than the mailing of a first Office action on September 
22, 2005. Applicants argue that the mailing of an Office action 
on September 22, 2005 should not be used as applicants were 
advised of an error in the first Office action and the examiner 
indicated that the case "will need to be examined from the start 
again" thereby resetting the clock for the first Office action. 

Applicants state that the patent issuing from the application is 
not subject to a terminal disclaimer. 

With respect to the 772-day reduction, applicants are correct 
that the reduction is not warranted. Applicants established on 
petition filed March 8, 2004 that their response to the Notice 
mailed October 26, 2001 was filed in the Office on December 20, 
2001. As this was within the three-month period provided for in 
37 CFR 1.704(b), no reduction is warranted. The reduction of 
772 days has been removed. 

However, with respect to the 66-day reduction, applicants are 
incorrect. Applicants argue that the reduction is not warranted 
because the art was cited in an Office Action dated November 22, 
2005, which is within the time limits provided to file art from 
a foreign counterpart application and not incur Patent Term 
Adjustment. Applicants' argument has been considered but not 
found persuasive. 37 CFR 1.704(d) provides that: 

A paper containing only an information disclosure statement 
in compliance with §§ 1.97 and 1.98 will not be considered 
a failure to engage in reasonable efforts to conclude 
prosecution (processing or examination) of the application 
under paragraphs (c)(6), (c)(8), (c)(9), or (c)(10) of this 
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section if it is accompanied by a statement that each item 
of information contained in the information disclosure 
statement was first cited in any communication from a 
foreign patent office in a counterpart application and that 
this communication was not received by any individual 
designated in § 1.56(c) more than thirty days prior to the 
filing of the information disclosure statement. This 
thirty-day period is not extendable. 

A review of the IDS filed December 27, 2005 reveals that it was 
not accompanied by the §1.704 (d) statement. Nor do applicants 
make the statement on the instant application for patent term 
adj ustment . 

It is noted that the reduction for the IDS is based on the IDS 
being filed after a reply had been filed on October 22, 2005. 
See 1.704 (c) (8). It is unclear from the record whether any 
reply was filed on October 22, 2005 (or any other date prior to 
December 27, 2005) to the first Office action mailed September 
22, 2005. Thus, removal of the reduction of 66 days may be 
warranted if a proper §1.704 (d) statement is made or if it is 
shown that the circumstances of the filing of the IDS did not 
constitute a failure to engage within the meaning of 
§1.704 (c) (8) or any other provision of the rules. 

Finally, with respect to the period of adjustment of 1032 days, 
applicants are incorrect. A review of the application history 
confirms that the Office mailed a first action under 35 U.S.C. 
132 on September 22, 2005. In this case, the mailing of an 
Office action on January 3, 2006 does not alter the date used in 
calculation of the period of adjustment. The Office met the 
requirement of 35 U.S.C. 154(b) with the mailing of this Office 
action. This action was issued as a result of the examination 
conducted pursuant to 35 U.S.C. 131. In this instance, the 
circumstances of the examiner determining that the application 
had to be examined again does not negate the conclusion that an 
Office action under 35 U.S.C. 132 was mailed on September 22, 
2005 as a result of examination conducted pursuant to 35 U.S.C. 
131. Thus, for purposes of calculating patent term adjustment 
pursuant to 37 CFR 1.703(a) (1), the date of mailing of a first 
action under 35 U.S.C. 132 is September 22, 2005. This is 
beyond 14 months of the filing date of the application, 
September 25, 2001. Thus, a period of adjustment pursuant to 
1,702 (a) (1) of 1032 days was properly entered. 
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In view thereof, the correct determination of patent term 
adjustment at the time of the mailing of the Notice of Allowance 
is nine hundred sixty-six (966) days. 

The Office acknowledges submission of the $200.00 fee set forth 
in 37 CFR 1.18(e). No additional fees are required. 

The application is being forwarded to the Publications Division 
for issuance of a patent. The patent term adjustment indicated 
on the patent (as shown on the Issue Notification mailed about 
three weeks prior to patent issuance) will include any 
additional adjustment accrued both for Office delay in issuing 
the patent more than four months after payment of the issue fee 
and satisfaction of all outstanding requirements, and for the 
Office taking in excess of three years to issue the patent (to 
the extent that the three-year period does not overlap with 
periods already accorded) . 

Telephone inquiries specific to this matter should be directed 
to the undersigned at (571) 272-3219. 




Enclosure: Copy of REVISED PALM Screen 



Day : Tuesday 
Date: 12/5/2006 

Time: 13:05:21 
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